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1 . Claims 1 -29 are presented for examination. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact terms 
as to enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-29 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant iart that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

4. Applicants have amended independent claims 1, 15, 18, and 26 to recite: 
"wherein the checking predictions include predictions selected from a group comprising 
global, bimodal, return stack buffer and indirect predictions." there is no. support for 
such a limitation in applicants' original disclosure, and for this reason the examiner 
considers the amendments to the claims to represent new matter which must be 
removed from the claims. Applicants' original disclosure does say on page 7, 
paragraph 25: TIGS. 7 and 8 show a next-line predictor 72 that has a bimodal 
component 74, a global component 76, a return stack buffer (RSB) component 78 and 
an indirect branch component 80. The bimodal component 74 generates bimodal 
predictions 75 based on previous next-line predictions and the global component 76 
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generates global predictions 77 based on the previous next-line predictions. The global 
component 76 also generates indirect predictions 80 based on indirect branch values. 
The RSB component 78 generates return predictions 79 based on a return stack buffer 
value. The next-line predictor 72 selects from the bimodal predictions, the global 
predictions, the return predictions and the indirect predictions to obtain current next-line 
predictions. Thus, the set of predictions 73 generated by the next-line predictor 72 
closely approximate the predictions of a more complex checking predictor." This is a 
statement of what the next-line predictor does and does not say that the checking 
predictor uses the same components as the next-line predictor. 

5. Claims 1-29 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

6. Claims 1-29 make reference to checking predictions generated by a checking 
predictor (element 86 in applicants' Fig. 2). On pages 4 and 5, paragraph 18, applicants 
State: "In the illustrated example, the next-line predictions 22, 24 have a latency of 
approximately one clock cycle, where the checking predictions 26, 28 have a latency of 
approximately three clock cycles. The longer latency of the checking predictions 26, 28 
is due to the more complex prediction algorithms associated with the checking 
predictions 26, 28." On page 7, paragraph 25, applicants state: "FIGS. 7 and 8 show a 
next-line predictor 72 that has a bimodal component 74, a global component 76, a 
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return stack buffer (RSB) component 78 and an indirect branch component 80. The 
bimodal component 74 generates bimodal predictions 75 based on previous next-line 
predictions and the global component 76 generates global predictions 77 based on the 
previous next-line predictions. The global component 76 also generates indirect 
predictions 80 based on indirect branch values. The RSB component 78 generates 
return predictions 79 based on a return stack buffer value. The next-line predictor 72 
selects from the bimodal predictions, the global predictions, the return predictions and 
the indirect predictions to obtain current next-line predictions. Thus, the set of 
predictions 73 generated by the next-line predictor 72 closely approximate the 
predictions of a more complex checking predictor. The examiner considers the 
checking predictor and how it functions to be essential to the enablement of applicants' 
claims and invention; yet, the description of the checking predictor is so limited as to 
preclude one of ordinary skill from constructing applicants' checking predictor and, as 
a result, practicing applicants' invention. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

the specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

8. Claims 1-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point put and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Each of applicants' claims make reference to generating checking predictions 
and claims 18-29 explicitly claim a checking predictor but applicants' description of 
applicants' checking predictor and how it functions to generate a checking prediction 
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is so limited as to preclude the examiner from determining the true metes and bounds of 
applicants' claims. Surely, applicants cannot claim to have conceived of/invented all 
forms of checking predictor which are more complex than their next line predictor; 
therefore, the examiner cannot determine, with any clarity, the limits to applicants' 
claimed invention. See paragraphs 4 and 6, supra, for a further explanation of related 
issues. 

1 0. Applicants have argued that which the examiner has rejected as new matter 
enables their claims to overcome the examiner's 35 USC 112 rejections of their claims. 
As the amendments are new matter, the examiner considers their argument to be non- 
persuasive. 

1 1 . Any inquiry concerning this communication should be directed to William M. 
Treat at telephone number (571) 272-4175. 

12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



William M. Treat 




Primary Examiner 



